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Delia M. Ramirez 



Applicant(s) 

HiLLMAN ET AL 




Tshorte"ned statutory period fop reply ,s set to exp.re . month,s, from 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 



DD 

2a)D 
3)D 



Responsive to communication(s) filed on • 

Th e o^tinn ic PINAL 2bM ThiS aCti0n IS n0n - final ' 



Disposition of Claims 

4) B Claim(s) MR is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

Claim(s) M9 are subject to restriction and/or election requirement. 

Application Papers 

90 The specification is objected to by the Examiner. 

1 0 D The drawing filed on ___ is/are: a) D accepted or b)D ejected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be he.d ,n abeyance. See 37 CFR 185(a). 
Appncani may n H ic . a \n aDoroved b)D disapproved by the Examiner. 

1 1) Q The proposed drawing correction filed on is. a)U approved d)u w 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

13 ) D Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 
2.U Certified copies of the priority documents have been received in Application No. 



140 Acknowledgment „ made of a Cain, for domestic P<or«» under 35 U.S.C. , 119(e) (to a pro^ona, app^on). 

a) D Tne franslafcon of .he foreign ianguage provisional application I » «J re^ 
15)12 Ac7no»ledgment Is made of a claim for domestic pnonty under 35 U.S.C. |§ 120 
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' Notice of Draftsperson's Patent Drawing Review (PTO-948) 
information Disclosure Statements) (PTO-1449) Paper No(s) 
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5) 
6) 



Interview Summary (PTO-413) Paper No(s). — 
Notice of Informal Patent Application (PTO-152) 
Other: 
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DETAILED ACTION 



1. 



II. 



III. 



IV. 



Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121: 
I. Claims 1-2, drawn to a polypeptide comprising the amino acid sequence of SEQ 
ID NO: 1, classified in class 530, subclass 350. 

Claim 3, 5-6, 8, 11, 12, 14-17, drawn to an antibody which specifically binds the 
polypeptide of SEQ ID NO: 1, classified in class 530, subclass 387.1. 
Claim 4, drawn to a diagnosis test for a condition associated with GAPIP, 
classified in class 436, subclass 512. 

Claims 7, 9, drawn to a method of diagnosing a condition associated with GAPIP 
in vivo, classified in class 424, subclass 9. 1. 

Claim 10, drawn to a method for preparing a polyclonal antibody, classified in 

class 436, subclass 547. 

VI. Claim 13, drawn to a method for preparing a monoclonal antibody, classified in 

class 436, subclass 548. 

VII. Claim 18, drawn to a method for detecting a polypeptide of SEQ ID NO: 1, 

classified in class 436, subclass 501. 

VIII. Claim 19, drawn to a method of purifying the polypeptide of SEQ ID NO: 1, 
classified in class 436, subclass 532. 

The inventions are distinct, each from the other because of the following reasons: 



V. 
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2. 



The po,ypep,ide of Group I is reiated «o ,he antibody of Group H by virtue of being the 
cognate antigen needed ,0 create such antibody. However, they are patently distinct 

chenucal entities, and because to protetn can be used «, other processes different from 
producing the antibody of Group 1, such as in a pharmaceutica! composnion in its own r.ght, or 
t0 assay or purify the natural iigand of to protein, or to assay for antagonists. 
3 inventions II and in, IV, VII, or VIII are related as product and process of use. The 
mentions can be shown to be distinct if either or bo* of to Mowing can be shown: (,) to 

product or (2) to product as daimed can be used ,n a materia.* different process of using that 
product (MPEP S 806.05(h)). In the instant case to antibody of Invention n can be used m to 
diagnosis test of Invention III or to methods of Inventions IV, VII, or VM 
4 Inventions I and V or VI are reiated as product and process of use. The inventions can be 
shown to be disttnc, if either or both of to following can be shown: (,) to process for usmg to 
product as craimed can be practiced with another matenaliy different product or (2) to product 
as claimed can be used in a materiauy different process of ustng to. product (MPEP 
S S06.05(h». In to instant case to protein of Invention 1 can be used in to methods of 
Inventions V or VI. 

5 inventions I and III, IV, VII, or VIII are unrelated. Inventions are unrelated if i, can be 
operation, Afferent functions, or different effects (MPEP 5 S06.04, MPEP , S0S.01). .n to 



# 
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instant case 4. polypeptide of Invention . is neither used nor made by the diagnosis test of 
Invention III nor the methods of Inventions IV, VH, or VIII. 

6 Inventions II and V or VI are related as process of making and produet made. The 
mentions are distinct if etther or both of the following can be shown: (I) that the process as 
claimed can be used to make other and materiaily different product or © that the product as 
.aimed can be made by another and material different process (MPEP § 806.05(f)). * «- 
mstan, case the antibody of Invention n can be made by the different methods of Inventions V or 

VI. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status ,n the art because of their recognized divergent subject matter, as shown by their 
different classification, restriction for examination purposes as indicated is proper. 

Applicant is advised mat the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement can be traversed (37 OR 
1.143). 

Applicant is reminded that upon the cancellation of clatms to a non-elected mventton, the 
mventorshtp must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an mventor of a. leas, one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a petition under 37 
CFR 1.48(b) and by the fee required under 37 CFR 1.17(i). 

Certain papers related ,0 tins application may be submitted to Art Unit .652 by facsimile 
transmission. The FAX number is (703) 308-4556. The faxing of such papers must conform with 
the notices published in the Official Gazette, .156 OG 6! (November .6, .993) and U57 OG 94 
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(December 28, 1993) (see 37 CFR 1.6(d)). NOTE: If Applicant submits a paper by FAX, the 
original copy should be retained by Applicant or Applicant's representative. NO DUPLICATE 
COPIES SHOULD BE SUBMITTED, so as to avoid the processing of duplicate papers in the 

Office. 

Any inquiry concerning this communication or earlier communications from the 
should be directed to Delia M. Ramirez whose telephone number is (703) 306-0288. 
The examiner can normally be reached on Monday-Friday from 8:30 AM to 5 :00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Ponnathapura Achutamurthy can be reached on (703) 308-3804. Any inquiry of 
a general nature or relating to the status of this application or proceeding should be directed to 
the receptionist whose telephone number is (703) 308-0196. 
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